United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



09/455,574 



28289 



12/06/1999 



AALBERTUS PIETER KROESBERGEN 



702/991620 



5330 



7590 10/20/2004 

WEBB ZIESENHEIM LOGSDON ORKIN & HANSON, P.C. 

700 koppers building 
436 seventh avenue 
pittsburgh, pa 15219 



EXAMINER 



JOHNSON JONATHAN J 



ART UNIT 



PAPER NUMBER 



1725 

DATE MAILED: 10/20/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



£1 



Application No. 

09/455,574 


Applicant(s) 

KROESBERGEN, AALBERTUS 
PIETER 


ExaminGr 

Jonatlian Johnson 


Art Unit 

1725 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36{a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )|3 Responsive to comnnunication(s) filed on 09 August 2004 . 
2a)n This action is FINAL. 2b)|EI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 35,36.38-50 and 61-64 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IE1 Claimfs^ 35.36.39,42-50 and 61-64 is/are rejected. 

7) 13 Claim(s) 38.40 and 41 is/are objected to. 

8) n Claim (s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)[3 All b)n Some * c)[J None of: 

1 .□ Certified copies of the priority documents have been received. 

2.13 Certified copies of the priority documents have been received in Application No. 08/875.237 . 
3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) PaP®"" No(s)/Mail Date. . 

3) □ Infomiation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infomnal Patent Application (PTO-152) 

Paper No{s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

Response to Arguments 

In view of the Appeal Brief filed on 8-9-04, PROSECUTION IS HEREBY REOPENED. 
A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 1.132) or 
other evidence are permitted. See 37 CFR 1.193(b)(2). 

Specification 

The abstract of the disclosure is objected to because the abstract should be within the 
range of 50 to 150 words. It is important that the abstract not exceed 150 words in length since 
the space provided for the abstract on the computer tape used by the printer is limited. 
Correction is required. See MPEP § 608.01(b). 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claiml-2 are rejected under 35 U.S.C. 102(e) as being anticipated by Roe et al. 
(5,384,179). Roe et al. teach a super absorbent material having monomers to polymerize in the 
presence of a catalyst (col., 14, 11, 10-16), adding a cross linking agent containing two fiinctional 
groups which are capable after thermal excitation of reacting within at least ten minutes with 
carboxylate or carbonic acid functional groups to obtain a pasty composition (col. 7, 11. 15-65), 
subsequently allowing the composition to dry in the form of discrete, substantially spherical 
islets having the claimed diameter (col. 6, 11. 30-45). With respect to the particular drying time, 
even though the product by process claims are limited by and defined by the process, 
determination of patentability is based on the product itself The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
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same as or an obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process. In re Thorpe, 221 USPQ 964, 966 (Fed. Cir. 
1985). The burden has been shifted to the applicant to show unobvious differences between the 
claimed product and the prior art product. In re Marosi, 218 USPQ 289, 292 (Fed. Cir. 1983). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 35, 36, 39, and 41-45, and 47-49 are rejected under 35 U.S.C. 103 (a) as obvious 
over Masuda (4,076,663) in view of Roe et al. (5,384,179). Masuda et al. teaches the 
preparation of highly water absorbent materials employing resins produced by polymerizing 
cellulose, at least one polymerizable monomer, a cross linking agent, and optionally in the 
presence of a radical polymerization catalyst (abstract and Column 5, Lines 1-6). The 
composition can be mixed with various additives (Column 5, Lines 50-56). The water absorbing 
resins may be applied to various substrates such as cloth or paper by any known method 
(Column 6, Lines 3 et seq). Such methods include immersing the substrate in an aqueous 
solution of the mixture and subsequently drying the substrate. Additionally, the polymerization 
may resuU after combining with the substrate and then dried for use (Column 6, Lines 1-23). 
Masuda does not specifically disclose that the super absorbent material is in the form of a 
plurality of discrete, substantially semi-spherical islets with a diameter of between 10 and 1000 
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microns. Roe et al. teach the semispherical particles to be between 200 microns (col. 6, 11. 30-45 
and col. 5, 11. 40-66). It would have been obvious to one of ordinary skill in the art to modify the 
composition to utilize the claimed size in order to maximize the absorbency (Roe et al., col. 2, 11. 
46-50). With respect to the drying time, even though the product by process claims are limited 
by and defined by the process, determination of patentability is based on the product itself The 
patentabihty of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or an obvious from a product of the prior art, the claim 
is unpatentable even though the prior product was made by a different process. In re Thorpe, 
211 USPQ 964, 966 (Fed. Cir. 1985). The burden has been shifted to the appUcant to show 
unobvious differences between the claimed product and the prior art product. In reMarosi, 218 
USPQ 289, 292 (Fed. Cir. 1983). 



Allowable Subject Matter 

Claims 38, 40, and 41 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The following is an examiner's statement of reasons for allowance: The prior art of record 
does not suggest or teach adding foaming agent to the super absorbent composition prior to 
applying the composition to the substrate and causing the composition to be foamed at any time 
after the addition of the foaming agent. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
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fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Jonathan Johnson whose telephone number is 571-272-1 177. 
The examiner can normally be reached on M-Th 7:30 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on 571-272-1 171. The fax phone number for the 
organization where this apphcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Jonathan Jonnson 
Examiner 
Art Unit 1725 
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